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Claims 1 to 58 and 61 to 62 are currentiy pending. 

Cia-rrss 59 and SO have been carTceiled. Claims 1 , 42, 43, 44, and 58 are amended. 
Claims 61 and 62 are new. 

Amendments to claims 1 and 42 correct minor punctuaScn and spelling errors. The 
amendmsnts to claims 43 and 44 are discussed beiow. Support for the claim amendments to 
claims 43 and 44 and new claims 61 and 62 can be found ft^roughoutthe Specirlcatlcn, e.g., at 
page 1 , first and second paragrapris of the Background to the invention; page 2, third and Mil 
paragraphs; and page 5. isst paragraph. The amendment to claim 58 is intended to correct an 
obvious error; support for this amendment can be found in the Specification, at page 52, iasi: 
paragraph, and In this ciain as previously filed. Ho new matter is added. 

With respect to any claim amendment or cancelations, Appiicants have not dedicated to 
the pubiic or abandoned any undarned subject matter, and moreover have not acquiesced to 
any rejections and/or objections made by tiie Office. Appiicanis expressly reserve the rigtit to 
pursue prosecution of any presenti>' excluded subject matter or claim embodiment in one or 
more future continuation ar^d/or divisional appiic^ion(s). 

Applicants thank the Office for acl<nowledging and entering the amendment filed 
8/3/2009, and for Withdrawing tfie rejeetibm thait are not reiterated In th^ cwrrer^t O^ce Action. 

Tef&phmic Intefvhw 

The Applscants' Representative Frank VVu thanks Examiner Jon E. Angeli for his time on 
February 23, 2010, for a telephonic inter%/lew related to this case. 

In that intsn/lew, claim amendments to claims 43.and 44 and new claims 61 and 62 V5,«re 
discussed. Agreement with respect to these claims was reached. The current amended cteim 
set reflects the amendments discussed in the interview. 

Rejections to claims 59 and 60 were also discussed. Agreement wfSi respect to these 
claims was not reached. These claims are herein cancelled. 

The Double Patenting rejection was also briefly discussed, and sgreen-ent was reached. 

in addition, no exhibits were shown or demonstrations conducted during t-e telephonic 
inten/lsw. Aside from the U.S. Patent No, 5,670>468, no prior art was dsscussed 

The current Amendment reflects the substance of the telephonic infervievi.'- 

Double PMmtmg 

The Oltice has rejected claims 1 to 60 on the ground of nonstatutory obv-oiisr^ess-type 
double patenting, as alleged^ being unpatentable over clasns 1 to 4 of U.S. Pakat No. 
6,670.468, 
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The OfHce has also noted that a timely fiied terminai disciaimer sn compliance 
wm 37 GFR 1.321 (c) or 1.321(d) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground. 

An appropriate terniinal disdaimer is herewith filed. 

Applicants respectfully request withdrawal of this rejection, 

Giaims 43 and 44 have been reeded under 35 U.S;C. 11 12, second parafaph, as 
aflegediybeinglndeffnifeforfaN^ 
regarded as the : Inveri^on . 

Office m Alleged that language i« the darn did not constitute a dear and actual method step 
VVhile Applfcants traverse the reiection, this cSairri has been re-wriagq as a depefjdent clah^, 
depending from the method ciaBn 42, 

Clam 44 was a method eSafe depending from ciato 43 and citing the oligonMc^otide 
defivatiye of ciaim 12. The Office had alleged fiat the elate was incompFehensibieand 
indefinife. While Appiicants traverse this rejection, claim 44 has been re-wntten as a claim 
cSaiming the olgonuclsotlde derlvattfe of claim 12, wherein the oiigongcleotide derivative 
comprises an antisense oiigonucleotide. 

Applicant^ rjespectfolly stibmit that these claim amendments otjviate iJite nejeetion. 

vvjtnqrawgi or inis rejecEJon is fjespeOTUiiy requestea> 

The Ofilee has rejected Ciaims 59 and 60 under 35 USC §112/1 01 . 

The has stated that these claims do notset forth any steps involved in the 

Applicants respectfefly traverse. Glaim 59 recites steps reiated to forming a hybrid 
between the oligohiideptlde and a target RJsiA, and inhlNting the riboscsnai transiatjon process 
of the target Rm. Claim 60 recites steps related to fonrjing a triple heiix between the 
oilgooudeotEde derivative and adoUbie-strandedgene segment or DNA segment, and inhibion 
transcription. 

Nonetheless, in an effOrt to adyance prosecution of this application and without 
act^uiesclng to the validity of this rejection, Applicants ha\^ canceiied claims 59 and 60 j 
rendering tfiis rejection moot 

Withdrawal of this rejection is thus respetafully requested. 
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Conciusiotis 

Reconsideration and withdravas of the rejections in view of the amended claims is 
hereby requested, in view of the above, each of the presenl^y pending ciairns in this appiication 
is believed to be in immediste condltbn for aiiowance, Accordingiy,, the Office is respectfully 
requested to withdraw the outstanding rejection of the dalms and to pass this application to 
issue, if it is determined mat a telephone coriference wouid expedite the prosecution of this 
applicator) , the Office is invited to telephone the undejsigned stthe nuniber given below. In the 
event that the Office determines that an extension and/or other relief is required. Applicant 
petitions for any required relief including extenslcns of time and authorizes the Commissioner to 
charge the cost of such petitions and/or other fees due in connection with the filing of this 
document to the Deposit Account noted above. However, me Cffinmissioner is not au^ohzed to 
charge tie cost of tf^e i^ue fee to the Deposit Account 



Respectfully submitted. 



Novartis Ins^fotes for Bsomedica! Research, inc; 
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